FORM PTO- 1 390 (Modified) 
(REV 11-98) 



r OF COMMERCE PATENT AND TRADEMARK OFFICE 



TRANSMITTAL LETTER TO THE UNITED STATES 
DESIGNATED/ELECTED OFFICE (DO/EO/US) 
CONCERNING A FILING UNDER 35 U.S.C. 371 



19036/37156 



V c APPLICATION NO MF KNOW^SEE 37 CFR 
1 _ 



INTERNATIONAL APPLICATION NO. 

PCT/JP99/03682 



INTERNATIONAL FILING DATE 

07 Jul v 1999 ... 



PRIORITY DATE CLAIMED 

27 August 1998 



TITLE OF INVENTION 

NUCLEIC ACID SEQUENCE FOR POTENTIATING THE EXPRESSION OF USEFUL GENE AND METHOD 
THEREFOR 



APPLICANT(S) FOR DO/EO/US 

YAMADA, Osamu; YOSHIDA, Hiroshi; ZHANG, Jing 



Applicant herewith submits to the United States Designated/Elected Office (DO/EO/US) the following items and other information: 



: I. 
2. 
3. 



8 

□ 



6. 
7. 
8. 



This is a FIRST submission of items concerning a filing under 35 U.S.C. 371. 

This is a SECOND or SUBSEQUENT submission of items concerning a filing under 35 U.S.C. 371. 

This is an express request to begin national examination procedures (35 U.S.C. 371(f)) at any time rather than delay 
examination until the expiration of the applicable time limit set in 35 U.S.C. 371(b) and PCT Articles 22 and 39(1). 

4. H A proper Demand for International Preliminary Examination was made by the 1 9th month from the earliest claimed priority date. 

5. H A copy of the International Application as filed (35 U.S.C. 371 (c) (2)) 

a. □ is transmitted herewith (required only if not transmitted by the International Bureau). 

b. KI has been transmitted by the International Bureau. 

c. □ is not required, as the application was filed in the United States Receiving Office (RO/US). 
S A translation of the International Application into English (35 U.S.C. 371(c)(2)). 
S A copy of the International Search Report (PCT/IS A/2 1 0). 

□ Amendments to the claims of the International Application under PCT Article 19 (35 U.S.C. 371 (c)(3)) 

a. □ are transmitted herewith (required only if not transmitted by the International Bureau). 

b. □ have been transmitted by the International Bureau. 

c. □ have not been made; however, the time limit for making such amendments has NOT expired. 

d. □ have not been made and will not be made. 

□ A translation of the amendments to the claims under PCT Article 19 (35 U.S.C. 371(c)(3)). 

□ An oath or declaration of the inventor(s) (35 U.S.C. 371 (c)(4)). 
A copy of the International Preliminary Examination Report (PCT/I PEA/409). 

□ A translation of the annexes to the International Preliminary Examination Report under PCT Article 36 
(35 U.S.C. 371 (c)(5)). 

Items 13 to 20 below concern document(s) or information included: 

13. IS An Information Disclosure Statement under 37 CFR 1.97 and 1.98. 

14. □ An assignment document for recording. A separate cover sheet in compliance with 37 CFR 3.28 and 3.3 1 is included. 

15. Kl A FIRST preliminary amendment. 

16. □ A SECOND or SUBSEQUENT preliminary amendment. 

17. □ A substitute specification. 

■ 1 8. □ A change of power of attorney and/or address letter. 

19. K Certificate of Mailing by Express Mail 

20. 13 Other items or information: 



9. 
10. 
11. 
12. 



Sequence Listing, computer readable format and paper copy 

Translation of Annexes related to an amendment to the specification pursuant to PCT Article 34 
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INTERNATIONAL 

PCT/JP99/03682 



2 1 . The following fees are submitted:. 

BASIC NATIONAL FEE ( 37 CFR 1.492 (a) (1) - (5)) : 

□ Neither international preliminary examination fee (37 CFR 1 .482) nor 
international search fee (37 CFR 1.445(a)(2) paid to USPTO 

and International Search Report not prepared by the EPO or JPO $1,000.00 

International preliminary examination fee (37 CFR 1.482) not paid to 
USPTO but Intemation Search Report prepared by the EPO or JPO 

International preliminary examination fee (37 CFR 1.482) not paid to USPTO 
but international search fee (37 CFR 1.445(a)(2)) paid to USPTO 

International preliminary examination fee paid to USPTO (37 CFR 1 .482) 
but all claims did not satisfy provisions of PCT Article 33(1 )-(4) 



□ 
□ 



$860.00 



$710.00 



$690.00 



International preliminary examination fee paid to USPTO (37 CFR 1 .482) 
and all claims satisfied provisions of PCT Article 33(1 )-(4) . 



$100.00 



1 5 OCT 2m 



ATTORNEY'S DOCKET NUMBER 

19036/37156 



CALCULATIONS PTO USE ONLY 



ENTER APPROPRIATE BASIC FEE AMOUNT « 



$860.00 



urcharge of $130.00 for furnishing the oath or declaration later than 
months from the earliest claimed priority date (37 CFR 1 .492 (e)). 



□ 20 



□ 30 



$0.00 



CLAIMS 



NUMBER FILED 



NUMBER EXTRA 



RATE 



Total claims 



43 



■20 = 



23 



$18.00 



$414.00 



Independent claims 



3 = 



$80.00 



$160.00 



Multiple Dependent Claims (check if applicable). 



□ 



$0.00 



TOTAL OF ABOVE CALCULATIONS = 



$1,434.00 



Reduction of 1/2 for filing by small entity, if applicable. Verified Small Entity Statement 
must also be filed (Note 37 CFR 1 .9, 1 .27, 1 .28) (check if applicable). 



$0.00 



SUBTOTAL - 



$1,434.00 



Processing fee of $130.00 for furnishing the English translation later than 
months from the earliest claimed priority date (37 CFR 1 .492 (f))- 



□ 20 



□ 30 



$0.00 



TOTAL NATIONAL FEE = 



$1,434.00 



Fee for recording the enclosed assignment (37 CFR 1 .21(h)). The assignment must be 
accompanied by an appropriate cover sheet (37 CFR 3.28, 3.3 1 ) (check if applicable). 



$0.00 



TOTAL FEES ENCLOSED = 



$1,434.00 



Amount to be: 
refunded 



charged 



IS A check in the amount of $1,434.00 



□ 



IS 



Please charge my Deposit Account No. 
A duplicate copy of this sheet is enclosed. 



to cover the above fees is enclosed. 



in the amount of 



to cover the above fees. 



The Commissioner is hereby authorized to charge any fees which may be required, or credit any overpayment 
to Deposit Account No. 13-2855 A duplicate copy of this sheet is enclosed. 



NOTE: Where an appropriate time limit under 37 CFR 1.494 or 1.495 has not been met, a petition to revive (37 CFR 
1.137(a) or (b)) must be filed and granted to restore the application to pending status. 

SEND ALL CORRESPONDENCE TO: 



GASS, David A. 

Marshall, OToole, Gerstein, Murray & Borun 

6300 Sears Tower 

233 South Wacker Drive 

Chicago, Illinois 60606 

United States of America 



SIGNATURE 

Thomas A. Cawley, Jr., PhD. 



NAME 
40,944 



REGISTRATION NUMBER 



DATE 



toe?/ 
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ase type a plus sign inside this box 



PTO/SB/21 (08-00) 
Approved for use through 10/31/2002. OMB 0651-0031 
U.S. Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE 



TRANSMITTAL 
FORM 

(to be used for all correspondence after initial filing) 


Application Number 


09/763,836 


Filing Date 


June 8, 2001 


First Named Inventor 


Osamu Yamada 


Group Art Unit 


1636 


Examiner Name 


S.S. Pappu 


Total Number of Pages in This Submission 


27 


Attorney Docket Number 


19036/37156 



ENCLOSURES {check all that apply) 



Fee Transmittal Form 
Fee Attached 



| x | Amendment/Reply 

[ | After Final 

| | Affidavits/declaration(s) 
| x [ Extension of Time Request 
| [ Express Abandonment Request 

| , | Information Disclosure Statement 

□ Certified Copy of Priority 
Document(s) 

□ Response to Missing Parts/ 
Incomplete Application 

□ Response to Missing Parts 
under 37 CFR 1.52 or 1.53 



□ Assignment Papers 
(for an Application) 



| | Licensing-related Papers 



Petition 



| | Drawing(s) 

□■ 

□ Petition to Convert to a Provisional 
Application 

n Power of Attorney, Revocation 
Change of Correspondence Address 

| | Terminal Disclaimer 
| | Request for Refund 
| | CD, Number of CD(s) 



Remarks 



□ After Allowance Communication 
to Group 

□ Appeal Communication to Board of 
Appeals and Interferences 

□ Appeal Communication to Group 
(Appeal Notice, Brief, Reply Brief) 

[ [ Proprietary Information 

| | Status Letter 

H Other Enclosure(s) 
(please identify below) 

Return postcard 



SIGNATURE OF APPLICANT, ATTORNEY, OR AGENT 



Firm 
or 

Individual Name 



MARSHALL, GERSTEIN & BORUN 
David A. Gass - 38,153 




Signature' 



RECEIVEED 



Date 



October 10, 2002 



DEC 0 5 2002 

TECH CENTER 1600/2900 



t hereby certify that this correspondence is being deposited with the U.S. Postal Service with sufficient postage as First Class Mail, in 
an envelope addressed to: Commissioner for Patents, Washington, DC 2JJ231, on the date shown below. 



Dated: October 10, 2002 



Signature: . 



. (David A. Gass) 



Mc 

PTO/SB/17 (11-01) 
Approved for use through 10/31/2002. OM8 0651-0032 
U.S. Patent andiTra'demark Offjcej.U.?. DEjPARTME^T OF COMMERCE 



FEE TRANSMITTAL 
for FY 2002 

Patent fees are subject to annual revision. 


Complete if Known 


Application Number 


09/763,836 


Filing Date 


June 8, 2001 


First Named Inventor 


OsamuYamada pppp. 


Examiner Name 


S.S. Pappu nLUC 


Applicant claims small entity status. See 37 CFR 1 .27 


Group Art Unit 


1636 


TOTAL AMOUNT OF PAYMENT | ($) 920.00 


Attorney Docket No. 


19036/37156 Ln " u v y 



METHOD OF PAYMENT (check all that apply) 



Deposit Account 



13-2855 



□ 
□ 

Deposit 
Account 
Number 

Deposit 
Account 
Name 

The Commissioner Is hereby authorized to: (check all that apply) 
| | Charge fee(s) indicated below | X | Credit any overpayments 

S Charge any additional fee(s) during the pendency of this 
application 

| | Charge fee(s) indicated below, except for the filing fee 
to the above-identified deposit account. 



MARSHALL, GERSTEIN & 
BORUN 



FEE CALCULATION 



1. BASIC FILING FEE 

Large Entity Small Entity 



Fee 
Code 


Fee 
($) 


Fee 
Code 


Fee 
($) 


Fee Description 


101 


740 


201 


370 


Utility filing fee 


106 


330 


206 


165 


Design filing fee 


107 


510 


207 


255 


Plant filing fee 


108 


740 


208 


370 


Reissue filing fee 


114 


160 


214 


80 


Provisional filing fee 



Fee Paid 



SUBTOTAL (1) ($) 



Fee Paid 



2. EXTRA CLAIM FEES FOR UTILITY AND REISSUE 
Extra Fee from 
Claims below 
Total Claims | | -20"= | | x[~ 
Independent ~~ 
Claims 

Multiple Dependent 



□ IZZK 
[ 



H 
]=[ 



Large Entity Small Entity 



Fee 
Code 

103 

102 

104 

109 



Fee 
($) 
18 
84 
280 



Fee 
Code 

203 

202 

204 

209 

210 



Fee Description 



Fee 
($> 

9 Claims in excess of 20 
42 Independent claims in excess of 3 
140 Multiple dependent claim, if not paid 

42 ** Reissue independent claims 
over original patent 

9 ** Reissue claims in excess of 20 
and over original patent 



SUBTOTAL (2) j($) 



0.00 



**or number previously paid, if greater; For Reissues, see above 



FEE CALCULATION (continued) 



3. ADDITIONAL FEES 
Large Entity Small Entity 



FEChUtNltH 



Fee 
Code 


Fee 
($) 


Fee 
Code 


Fee 
($) 


Fee Description 


105 


130 


205 


65 


Surcharge - late filing fee or oath 


127 


50 


227 


25 


Surcharge - late provisional filing fee or cover 
sheet. 


139 


130 


139 


130 


Non-English specification 


147 


2,520 


147 


2,520 


For filing a request for ex parte reexamination 


112 


920* 


112 


920* 


Requesting publication of SIR prior to 
Examiner action 


113 


1 ,840* 


113 


1.840* 


Requesting publication of SIR after 
Examiner action 


115 


110 


215 


55 


Extension for reply within first month 


116 


400 


216 


200 


Extension for reply within second month 


117 


920 


217 


460 


Extension for reply within third month 


118 


1,440 


218 


720 


Extension for reply within fourth month 


128 


1,960 


228 


980 


f-vtoncirtn fnr ronlv vA/ithi ri fifth month 


119 


320 


219 


160 


Notice of Appeal 


120 


320 


220 


160 


Filing a brief in support of an appeal 


121 


280 


221 


140 


Request for oral hearing 


138 


1,510 


138 


1,510 


Petition to institute a public use proceeding 


140 


110 


240 


55 


Petition to revive - unavoidable 


141 


1,280 


241 


640 


Petition to revive - unintentional 


142 


1,280 


242 


640 


Utility issue fee (or reissue) 


143 


460 


243 


230 


Design issue fee 


144 


620 


244 


310 


Plant issue fee 


122 


130 


122 


130 


Petitions to the Commissioner 


123 


50 


123 


50 


Processing fee under 37 CFR 1.1 7(q) 


126 


180 


126 


180 


Submission of Information Disclosure Stmt 


581 
146 


40 
740 


581 
246 


40 
370 


Recording each patent assignment per 
property (times number of properties) 
Filing a submission after final rejection 
(37 CFR 1.129(a)) 


149 


740 


249 


370 


For each additional invention to be 
examined (37CFR 1.129(b)) 


179 


740 


279 


370 


Request for Continued Examination (RCE) 


169 


900 


169 


900 


Request for expedited examination 
of a design application 


Other fee (specify) 







Fee Paid 



920.00 



'Reduced by Basic Filing Fee Paid 



SUBTOTAL (3) R$T 



920.00 



VED 

?002 

1600/2900 



SUBMITTED BY 


Complete (if applicable) 


Name (Print/Type) 


David A. Gass 


Registration No. 
(Attorney/Agent) 


38,153 


Telephone 


(312) 474-6613 


Signature 




&&&& 


Date 


October 10, 2002 



I hereby certify that this correspondence is being deposited with the U.S. Postal Service with sufficient postage as First Class Mail, in 
an envelope addressed to: Commissioner for Patents, Washington, DC 20231 , on Uie date shown below. 



Dated: October 10, 2002 * Signature: ^ — -Z&y ^z^c^C^r^- (David A. Gass) 



